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DETAILED ACTION 

Response to Amendment 

1 . Receipted is acl<nowledged of tine Amendment filed December 3, 2007. Applicant 
cancelled claims 10, 11, and 26. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 34-40, 43, 55-58, 61-64 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Herbert (US 20020087493 A1 .) 

Re claim 34: Herbert discloses an item handling system for refunding or reusing 
value as applied to Items, including an element containing an authentication code [18 
and 39] and bearing sensitive Information (see 1|: 0035-0036 the purpose of encryption 
is to exclude others from reading sensitive information, other then those with the 
decryption key from looking at the message. As defined in American Heritage New 
Dictionary of Cultural Literacy "the process of encoding a message so that it can be 
read only by the sender and the intended recipient. Encryption systems often use two 
keys, a public key, available to anyone, and a private key that allows only the recipient 
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to decode the message"), in an item stream, the system comprising: a validation unit 
[21] for validating the element on each Item in an item stream, wherein an item is 
assigned as being spoiled where the element does not satisfy at least one validation 
criterion; a sorting unit [21] for separating spoiled items from the item stream, with the 
element of each spoiled Item being presented to a third party, such that the sensitive 
Information Is not made available to the third party; and a control unit [10] for controlling 
operation of the system, wherein the control unit Includes a refund credit register and is 
operative to credit the refund credit register in respect of the value as applied to each 
spoiled Item, or Is operative to provide for reuse of the authentication code contained In 
the element of each spoiled item wherein the spoiled item is authenticated by the third 
party (see figs. 1 and 2, % 0035-0039, 1[: 0002 the method that Herbert discloses 
carried out by the postal secure device, PSD, which would require each of the above 
elements to be part of system for the method to be carried out.) 

Re claims 35 and 36: Herbert discloses each item [18] is scanned for an 
element in the validation step (see fig. 1 scanning pieces of mail is standard practice in 
the US mail system. Furthermore, it is also standard that mail has barcode printed on 
the mall piece); one validation criterion requires the element to have one physical 
characteristic, preferably comprising of a position (see % 0041 the Indicia on the piece 
of mall must have a physical characteristic if it is printed on the envelope. Furthermore, 
for the mail piece to be scanned the indicia must be placed at a location where it maybe 
scanned.) 
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Re claims 37-40: Herbert discloses data that is read from each element in the 
validation step; one validation criterion requires authentication of part of the read data; 
authentication of at least part of the read data requires the at least part of the read data 
to have a predeterminable format; authentication of at least part of the read data 
requires the at least part of the read data to match check data (see figs. 1 , 5 [steps 31 - 
33, 40], t 0025 L: 7-9, f. 0029 L: 17-18, 1|: 0035 L: 12-15, and 1|: 0038 these steps 
must be carried out by an apparatus/validation unit, i.e. PSD [21].) 

Re claim 43: Herbert discloses sensitive information is printed on the items [18] 
(see fig. 1 , and Ij: 0035 L: 3-9.) 

Re claims 55-57: Herbert discloses generating a spoiled item notification in 
respect of each spoiled item for communication to a remote center; electronically 
transmitting the spoiled item notifications to the remote center, and preferably each 
spoiled item notification is transmitted separately; an image of each spoiled element is 
acquired in the validation step, and each spoiled item notification includes an image of 
the respective spoiled element which excludes the sensitive information, such as to 
allow the image of the element to be presented to a third party, with the sensitive 
information not being made available to the third party (see H: 0002, Ij: 0005-0013, Ij: 
0028, H: 0035-0038, 0046-0047 it is inherent that all the communications carried out 
by Herbert's method must be electronic since this is a computer based system. 
Furthermore, the image is an electronic image and since the information is encrypted 
the sensitive information cannot be seen by a third party.) 
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Re claim 58: Herbert discloses a writing unit [1 1] for writing an element on each 
item (see fig. 1 ); wherein the control unit [10] is operative to control the writing unit to 
write an element containing the authentication code contained in the element of a 
previous item assigned as being spoiled (see fig. 1, and % 0025.) 

Re claims 61-63: Herbert discloses items that comprise documents, preferably 
comprising one sheet; documents comprise mail documents; document carriers, 
preferably envelopes [17] (see fig. 1 , and 1[: 0025 Herbert teaches mail items, i.e. mail 
carriers, envelopes, etc., which their purpose is to carry documents from one point to 
another. Furthermore, the folder inserter [13], and document printer [1 1] thought by 
Herbert demonstrate that Herbert places documents in an envelope.) 

Re claim 64: Herbert discloses sensitive information, which is encoded (see ^: 
0033 the indicia is encrypted therefore the information is encoded.) 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-7, 22-25, 27, and 30-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Herbert (US 20020087493 A1 ) in view of Zhao (US 6487301 B1 .) 

Re claim 1-7, 22-25, 27, and 30-33: Herbert teaches a method of refunding 
value (see % 0002 L: 14-20) as applied to spoiled items, wherein the item comprises an 
element containing an authentication code and bearing sensitive information (see 1[: 
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0035-0036 the purpose of encryption is to exclude others from reading sensitive 
information, other then those with the decryption l<ey from looking at the message. As 
defined in American Heritage New Dictionary of Cultural Literacy "the process of 
encoding a message so that it can be read only by the sender and the intended 
recipient. Encryption systems often use two keys, a public key, available to anyone, 
and a private key that allows only the recipient to decode the message"), the method 
comprising the steps of: validating an element on each item stream, wherein an item is 
assigned as being spoiled where the element does not satisfy one validation criterion 
(see II: 0002, Ij: 0005, If: 0035 and 0037 Herbert must have a validation unit to carry out 
the method of validation); separating spoiled items from the item stream (see IJ: 0002 
Herbert must have a sorting unit to sort/separate spoiled and unspoiled mail), for each 
spoiled item, presenting the element to a third party, such that the sensitive information 
is not made available to the third party (see % 0035-0036 the information in stored in 
Herbert's barcode is encrypted, therefore the sensitive information is not visible to the 
third party); and for each spoiled item, refunding the value as applied to the spoiled item 
based on a determination by the third party(see % 0002 L: 12-17 Herbert must have a 
control unit, i.e. [10] in fig. 1, to manage refunds of the system.) Each item [18] is 
scanned for an element in the validation step (see fig. 1 scanning pieces of mail is 
standard practice in the US mail system. Furthermore, it is also standard that mail has 
barcode printed on the mail piece); one validation criterion requires the element to have 
one physical characteristic, preferably comprising of a position (see H: 0041 the indicia 
on the piece of mail must have a physical characteristic if it is printed on the envelope. 
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Furthermore, for the mail piece to be scanned the indicia must be placed at a location 
where it maybe scanned.) Data that is read from each element in the validation step; 
one validation criterion requires authentication of part of the read data; authentication of 
at least part of the read data requires the at least part of the read data to have a 
predeterminable format; authentication of at least part of the read data requires the at 
least part of the read data to match check data (see figs. 1 , 5 [steps 31-33, 40], H: 0025 
L: 7-9, 1|: 0029 L: 17-18, 1|: 0035 L: 12-15, and 1|: 0038 these steps must be carried out 
by an apparatus/validation unit, i.e. PSD [21].) Generating a spoiled item notification in 
respect of each spoiled Item for communication to a remote center; electronically 
transmitting the spoiled item notifications to the remote center, and preferably each 
spoiled item notification is transmitted separately; an image of each spoiled element is 
acquired in the validation step, and each spoiled item notification includes an image of 
the respective spoiled element which excludes the sensitive Information, such as to 
allow the Image of the element to be presented to a third party, with the sensitive 
information not being made available to the third party (see 1[: 0002, 1[: 0005-0013, 1|: 
0028, 1[: 0035-0038, 1[: 0046-0047 it is inherent that all the communications carried out 
by Herbert's method must be electronic since this Is a computer based system. 
Furthermore, the Image Is an electronic Image and since the Information Is encrypted 
the sensitive Information cannot be seen by a third party.) Crediting a refund credit 
register in respect of the value as applied to each spoiled item; reusing the 
authentication code contained in the element of each spoiled item; writing an element 
on each item, wherein, where the element of a previous item is assigned as being 
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spoiled, the written element contains the authentication code contained in the elennent 
of the previous item assigned as being spoiled; printing an imprint as an element on 
each item; electronically writing to an electronic label as an element on each item (see 
fig. 1, 1|: 0038-0040, and 1|: 0005-0013 Herbert must have the apparatus to determine 
the refund need for the spoiled item and to verify/authenticate the item is spoiled.) 
Items that comprise documents, preferably comprising one sheet; documents comprise 
mail documents; document carriers, preferably envelopes [17] (see fig. 1, and H: 0025 
Herbert teaches mail items, i.e. mail carriers, envelopes, etc., which their purpose is to 
carry documents from one point to another. Furthermore, the folder inserter [13], and 
document printer [11] thought by Herbert demonstrate that Herbert places documents in 
an envelope.) Sensitive information, which is encoded (see 1[: 0033 the indicia is 
encrypted therefore the information is encoded.) Writing an element for each item , 
where the element of a pervious item is assigned as being spoiled, the written element 
contains the authentication code contained in the element of the pervious item assigned 
as being spoiled (see fig: 1, abstract, 1[: 0037, 0038.) 

Herbert fails to teach inserting the in each item. 

Zhao teaches inserting the in each item (see C: 14 L: 32-36.) 

It would have been obvious, at the time the invention was made, to have 
combined Herbart's mail preparation system with Zhao digital authentication with the 
motivation that it provides greater security by inserting/embedding the barcode. 
Furthermore, it will provide for greater protection against counterfeiting documents. 
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6. Claims 8, 9, 28, and 29 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Herbert (US 20020087493) as modified by Zhao (US 6487301 B1 ) in 
view of Monico (US 6259369 B1 .) The teachings of Herbert are discussed above. 

Re claims 8, 9, 28, and 29: Herbert as modified by Zaho fails to teach an 
imprint that is a two-dimensional bar code and radio frequency tag. 

Monico teaches an imprint that is a two-dimensional bar code and radio 
frequency tag (see C: 2 L: 26-43, and abstract Monico teaches bar codes which would 
include all bar codes. Furthermore, Monico must have a writing unit for printing of the 
two-dimensional barcode and RF tag to occur.) 

It would have been obvious, at the time of invention, to one of ordinary skill in the 
art to have combined Herbert as modified by Zaho mail preparation system with Monico 
low cost RFID reading with the motivation that mail processing can be sped up with the 
addition of RFIDs. Furthermore, with two dimensional barcode and the use of RFIDs 
more data can be stored on the indicia which would allow for better classification of 
mail, i.e. spoiled or unspoiled. 

7. Claims 12, 15, and 21 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Herbert (US 20020087493) as modified by Zhao (US 6487301 B1) in 
view of Calonje et al. (US 20040050919.) The teachings of Herbert are discussed 
above. 

Re claims 12-15, and 21 : Herbert as modified by Zaho fails to teach perforating 
each spoiled item about the element; and separating a section of the item including the 
element and excluding the sensitive information, such as to allow the section to be 
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presented to a third party, with the sensitive information not being made available to the 
third party; separating the section of the item including the element and excluding the 
sensitive information, such as to allow the section to be presented to a third party, with 
the sensitive information not being made available to the third party; separating the 
element, such as to allow the element to be presented to a third party, with the sensitive 
information not being made available to the third party; separating the label, such as to 
allow the label to be presented to a third party, with the sensitive information not being 
made available to the third party; separating the cover sheet including the element from 
the item, such as to allow the cover sheet to be presented to a third party, with the 
sensitive information not being made available to the third party. 

Calonje et al. teaches perforating each spoiled item [106] about the element; and 
separating a section of the item including the element and excluding the sensitive 
information, such as to allow the section to be presented to a third party, with the 
sensitive information not being made available to the third party; separating the section 
of the item including the element and excluding the sensitive information, such as to 
allow the section to be presented to a third party, with the sensitive information not 
being made available to the third party; separating the element, such as to allow the 
element to be presented to a third party, with the sensitive information not being made 
available to the third party; separating the label, such as to allow the label to be 
presented to a third party, with the sensitive information not being made available to the 
third party; separating the cover sheet including the element from the item, such as to 
allow the cover sheet to be presented to a third party, with the sensitive information not 
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being made available to the third party (see fig. 1 as illustrated the envelope is 
perforated. Its cover sheet maybe removed and presented while the sensitive 
information, i.e. what is in the envelope, is with held from the third party. Furthermore, 
Calonje et al. must have an apparatus to perform the perforations found on the 
label/cover sheet, i.e. a perforation unit.) 

It would have been obvious, at the time of invention, to one of ordinary skill in the 
art to have combined Herbert mail as modified by Zaho mail preparation system with 
Calonje et al. mailing and response envelope with the motivation this would increase 
profits for the sending company since they will be able to place advertisements on the 
back of the cover sheet. Furthermore, costs are reduced since two envelopes are sent 
in one. 

8. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herbert (US 20020087493) as modified by Zhao (US 6487301 B1 ) in view of Calonje et 
al. (US 20040050919.) The teachings of Herbert are discussed above. 

Re claims 16-20: Herbert as modified by Zhao fails to teach obliterating the 
sensitive information on each spoiled item, such as to allow the item to be presented to 
a third party, with the sensitive information not being made available to the third party; 
over-printing the sensitive information, such as to render the sensitive information 
unreadable; applying a panel over the sensitive information, such as to render the 
sensitive information unreadable; cutting out a section of each spoiled item including the 
sensitive information, such that the item includes no sensitive information; packaging 
each spoiled item, such as to conceal the sensitive information and allow the item to be 
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presented to a third party, with the sensitive information not being made available to the 
third party. 

Cremonese teaches obliterating the sensitive information on each spoiled item, 
such as to allow the item to be presented to a third party, with the sensitive information 
not being made available to the third party; over-printing the sensitive information, such 
as to render the sensitive information unreadable; applying a panel over the sensitive 
information, such as to render the sensitive information unreadable; cutting out a 
section of each spoiled item including the sensitive information, such that the item 
includes no sensitive information; packaging each spoiled item, such as to conceal the 
sensitive information and allow the item to be presented to a third party, with the 
sensitive information not being made available to the third party (see figs. 18-19, 
abstract L: 12-25 Cremonese applies a coating on top of the sensitive information which 
would in effect destroy the information to a third party. Cremonese must have a 
apparatus that provides for this service, i.e. covering the sensitive information from a 
third party.) 

It would have been obvious, at the time of invention, to one of ordinary skill in the 
art to have combined Herbert as modified by Zhao mail preparation system with 
Cremonese multiple purpose telephone card, with the motivation this would reduce cost 
on security since it is a very simple technique compared to computer based security. 
Also, this would allow a user to know if someone has tampered with the item. Since the 
secure information must be sealed. 



Application/Control Number: 10/529,272 Page 13 

Art Unit: 2887 

9. Claims 41 , 42, 44, 59, 60 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Herbert (US 20020087493) in view of Monico (US 6259369 B1 .) The 
teachings of Herbert are discussed above. 

Re claims 41, 42, 44, 59, and 60: Herbert fails to teach an imprint that is a two- 
dimensional bar code and radio frequency tag. 

Monico teaches an imprint that is a two-dimensional bar code and radio 
frequency tag (see C: 2 L: 26-43, and abstract Monico teaches bar codes which would 
include all bar codes. Furthermore, Monico must have a writing unit for printing of the 
two-dimensional barcode and RF tag to occur.) 

It would have been obvious, at the time of invention, to one of ordinary skill in the 
art to have combined Herbert mail preparation system with Monico low cost RFID 
reading with the motivation that mail processing can be sped up with the addition of 
RFIDs. Furthermore, with two dimensional barcode and the use of RFIDs more data 
can be stored on the indicia which would allow for better classification of mail, i.e. 
spoiled or unspoiled. 

10. Claims 45-48, and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Herbert (US 20020087493) in view of Calonje et al. (US 20040050919.) The 
teachings of Herbert are discussed above. 

Re claims 45-48 and 54: Herbert fails to teach perforating each spoiled item 
about the element; and separating a section of the item including the element and 
excluding the sensitive information, such as to allow the section to be presented to a 
third party, with the sensitive information not being made available to the third party; 
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separating the section of the item including the element and excluding the sensitive 
information, such as to allow the section to be presented to a third party, with the 
sensitive information not being made available to the third party; separating the 
element, such as to allow the element to be presented to a third party, with the sensitive 
information not being made available to the third party; separating the label, such as to 
allow the label to be presented to a third party, with the sensitive information not being 
made available to the third party; separating the cover sheet including the element from 
the item, such as to allow the cover sheet to be presented to a third party, with the 
sensitive information not being made available to the third party. 

Calonje et al. teaches perforating each spoiled item [106] about the element; and 
separating a section of the item including the element and excluding the sensitive 
information, such as to allow the section to be presented to a third party, with the 
sensitive information not being made available to the third party; separating the section 
of the item including the element and excluding the sensitive information, such as to 
allow the section to be presented to a third party, with the sensitive information not 
being made available to the third party; separating the element, such as to allow the 
element to be presented to a third party, with the sensitive information not being made 
available to the third party; separating the label, such as to allow the label to be 
presented to a third party, with the sensitive information not being made available to the 
third party; separating the cover sheet including the element from the item, such as to 
allow the cover sheet to be presented to a third party, with the sensitive information not 
being made available to the third party (see fig. 1 as illustrated the envelope is 
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perforated. Its cover sheet maybe removed and presented while the sensitive 
information, i.e. what is in the envelope, is with held from the third party. Furthermore, 
Calonje et al. must have an apparatus to perform the perforations found on the 
label/cover sheet, i.e. a perforation unit.) 

It would have been obvious, at the time of invention, to one of ordinary skill in the 
art to have combined Herbert mail preparation system with Calonje et al. mailing and 
response envelope with the motivation this would increase profits for the sending 
company since they will be able to place advertisements on the back of the cover sheet. 
Furthermore, costs are reduced since two envelopes are sent in one. 
1 1 . Claims 49-53 rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Herbert (US 20020087493) in view of Calonje et al. (US 20040050919.) The teachings 
of Herbert are discussed above. 

Re claims 49-53: Herbert fails to teach obliterating the sensitive information on 
each spoiled item, such as to allow the item to be presented to a third party, with the 
sensitive information not being made available to the third party; over-printing the 
sensitive information, such as to render the sensitive information unreadable; applying a 
panel over the sensitive information, such as to render the sensitive information 
unreadable; cutting out a section of each spoiled item including the sensitive 
information, such that the item includes no sensitive information; packaging each 
spoiled item, such as to conceal the sensitive information and allow the item to be 
presented to a third party, with the sensitive information not being made available to the 
third party. 
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Cremonese teaches obliterating the sensitive Information on each spoiled item, 
such as to allow the item to be presented to a third party, with the sensitive information 
not being made available to the third party; over-printing the sensitive information, such 
as to render the sensitive information unreadable; applying a panel over the sensitive 
Information, such as to render the sensitive information unreadable; cutting out a 
section of each spoiled item including the sensitive information, such that the Item 
includes no sensitive information; packaging each spoiled item, such as to conceal the 
sensitive information and allow the item to be presented to a third party, with the 
sensitive Information not being made available to the third party (see figs. 18-19, 
abstract L: 12-25 Cremonese applies a coating on top of the sensitive information which 
would in effect destroy the information to a third party. Cremonese must have a 
apparatus that provides for this service, i.e. covering the sensitive information from a 
third party.) 

It would have been obvious, at the time of invention, to one of ordinary skill In the 
art to have combined Herbert mail preparation system with Cremonese multiple purpose 
telephone card, with the motivation this would reduce cost on security since it is a very 
simple technique compared to computer based security. Also, this would allow a user 
to know If someone has tampered with the item. Since the secure information must be 
sealed. 

Response to Arguments 

12. Applicant's arguments filed 12/03/2007 have been fully considered but they are 
not persuasive. 
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In response to applicants argument that "Herbert does not describe a systenn that 
provides a spoiled item where sensitive information is not made available to the third 
part, where the spoiled item is also authenticated by the third party." Examiner 
respectfully disagrees, since Herbert does disclose encrypting information it is the 
purpose encryptions to hide/exclude information from other party's, other then the ones 
with a decryption key, from viewing the information (see 1|: 0035-0036.) Furthermore, 
as defined by American Heritage New Dictionary of Cultural Literacy is "the process of 
encoding a message so that it can be read only by the sender and the intended 
recipient. Encryption systems often use two keys, a public key, available to anyone, 
and a private key that allows only the recipient to decode the message." 

With respect to the argument "the spoiled item is also authenticated by the third 
party," the examiner respectfully disagrees since the barcode/indicia provided by 
Herbert can be seen by the third party and can verify Its authenticity (see 1|: 0003, 0041 , 
and 0042.) As defined by Dictionary.com as "to establish as genuine" therefore, the 
indicia can be authenticated without the encoded information being seen by a third 
party. 

Conclusion 

1 3. Applicant's amendment necessitated the new ground(s) of rejection presented In 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MERLIN BRITO PEGUERO whose telephone number is 
(571)270-1619. The examiner can normally be reached on Monday-Fridays 7:30 to 
5:00 alt Fridays ET time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve S. Paik can be reached on (571) 272-2404. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/STEVEN S. PAIK/ 

Supervisory Patent Examiner, Art 

Unit 2887 

/Merlin Brito Peguero/ 
Examiner, Art Unit 2887 
02/15/2008 



